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  Examination Guidelines for “Requirements for Description and Claims” such as support 
by the description [Art.36(6)(i),Patent Law], clarity [Art.36(6)(ii),Patent Law] and 
enablement [Art.36(4)(i),Patent Law] have been recently revised and have already been 
applied to the examination since October 1, 2011. 
    This revision aims to: 
   (i) supplement and clarify the insufficient explanations, in order to prevent overly strict 

determinations and correct variations among the examiner’s determinations, and 
   (ii) improve the consistency among the examination guidelines for each of the 

description requirements, as they have been revised at different times and therefore are 
inconsistent. 

  We would like to show some major points worth noting in this revision as follows. 
 
1. Support by the description [Art.36(6)(i) ,Patent Law] 
 
   (1) This requirement is intended to prevent a patent protection for an invention which is 
not disclosed to the public. 
      As one of basic rules, this requirement is examined by looking into whether or not the 
claimed invention exceeds the scope stated in the detailed explanation of the invention in 
such a way that a person skilled in the art could recognize that a problem to be solved by the 
invention would be actually solved. 
 
   (2) The Examination Guidelines recite four typical types violating this requirement. 
Among them, we often encounter the third type violation, that is, the content disclosed in 



the detailed explanation of the invention can neither be expanded nor generalized to the 
scope of the claimed invention even in light of the common general knowledge as of the 
filing. 

    To this third type violation, revised Examination Guidelines clearly state that this 
type should not be applied independently of the problem to be solved by the invention. It 
may help avoid too restrictive position of an examiner on the scope of claims by the specific 
examples stated in the detailed explanation of the invention. 
 
   (3) Against the third type violation, the applicant may, in a written opinion, point out the 
common general knowledge other than that taken into account by the examiner when 
making such determination, and argue that in light of such common general knowledge, the 
content disclosed in the detailed explanation of the invention can be expanded or 
generalized to the scope of the claimed invention.  

   Moreover, the applicant may also submit a certificate of experimental results to 
support such argument presented in the written opinion. 
     Case example 6 in the revised Examination Guidelines can be exemplified for such 
successful response of the applicant (please refer to Appendix 1), while case example 4 in the 
revised Examination Guidelines is rather a negative example in this respect (please refer to 
Appendix 2).  
 
2. Clarity [Art.36(6)(ii),Patent Law] 
 
    (1) Revised Examination Guidelines provide clearer definition of “clarity” or “the clear 
scope of the claimed invention” in such a way that it is possible to understand whether a 
specific product or process falls within the scope of the claimed invention. 
 
    (2) Moreover, revised Examination Guidelines state that an application does not 
constitute this type of violation merely because the technical meaning of a matter to define 
the invention cannot be understood.  
      In order to reject the application as lack of clarity from the view point of the technical 
meaning of a matter, it is necessary not only that the technical meaning of a matter to define 
the invention cannot be understood, but also it is not evident that the matters to define the 
invention are deficient in light of the common general knowledge as of the filing. 
 
3. Enablement [Art.36(4)(i),Patent Law] 
 
    (1) According to the Examination Guidelines, if a person skilled in the art cannot 
understand how to carry out the invention on the basis of teachings in the statements of the 



description and drawings, as well as the common general knowledge as of the filing, then, 
such a detailed explanation of the invention should be deemed insufficient for enabling such 
a person to carry out the invention. For example, if a person skilled in the art who intends to 
work the invention would have to make trials and errors, beyond the reasonably-expected 
extent, such a detailed explanation of the invention should not be deemed sufficient.  
 
    (2) In relation to this requirement, we would like to introduce the case examples 8 and 
10 in the revised Examination Guidelines. 
      Both case examples relate to a medicinal product invention. Case example 8 
represents an ordinary case in that enablement requirement is not met without a 
pharmacological test (please refer to Appendix 3), while case example 10 represents an 
exceptional case in that enablement requirement (and support by the description) is met 
without a pharmacological test (please refer to Appendix 4). 
 
4. Our Comments 
 

    Under the current Japanese patent practice in the filed of chemistry or biology, 
especially in relation to new chemical compound or medicinal product, it is considered to be 
indispensable that the patent specification as filed include experimental results which 
substantiate the technical effect such as pharmacological effect. 
      Moreover, substantial reason is stringently required for expanding or generalizing  
such experimental results to the scope of the claimed invention. 
      Thus, we would like to recommend the followings to obtain a patent right having 
broader scope and more strengthened validity. 
 
      (i) Theoretical rationale such as appropriate common general knowledge be presented 
that can substantiate the expansion or generalization of the experimental results in the 
patent specification as filed to the scope of the claimed invention. 
       You may present such theoretical rationale in a written response to an official notice 
of refusal. However, it is much preferable that such theoretical rationale is included in the 
patent specification as filed.  
 
      (ii) In case that there are no such theoretical rationales, sufficient number of 
experimental results in the patent specification as filed be presented that can support the 
entire scope of the claimed invention. 
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